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Application Serial No.: 10/690,653 
Appellant: Shiping Wang et al. 
Attorney Docket No.: 029714.00054 

I. INTRODUCTION 

This is an appeal from the Final Office Action dated May 5, 2009, in which claims 
18-29 and 31-35 were rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Chou (U.S. Patent No. 6,953,582) in view of Mansouri (U.S. Patent 
App. No. 2001/0006680) and Hahn et al. (U.S. Publ. No. 2003/0124202) and/or Murray 
et al. (U.S. Patent No. 4,920,158), and further in view of Appellant's alleged "admission" 
that citric acid is a hydration promoter. Claims 30 and 36 were rejected under 35 U.S.C. 
§ 103(a) as allegedly being unpatentable over Chou in view of Mansouri and Hahn et al. 
and/or Murray et al., and further in view of Soerens et al. (U.S. Patent No. 6,967,261). 

In addition, claims 18-24, 26, 27, 29-31, and 33-36 were provisionally rejected on 
the ground of non-statutory obviousness-type double patenting as allegedly being 
unpatentable over claims 16-32 of co-pending Application No. 10/882,580. Claims 25, 
28, and 32 were provisionally rejected on the ground of non-statutory obviousness-type 
double patenting as allegedly being unpatentable over claims 16-32 of co-pending 
Application No. 10/882,580, further in view of Mansouri (U.S. Patent App. No. 
2001/0006680). This rejection is now moot in view of the abandonment of Application 
No. 10/882,580. 

A Notice of Appeal was timely filed on August 5, 2009, with the appropriate fees. 
The Appellant is timely filing this Appeal Brief on February 5, 2010 along with a Petition 
for a four-month Extension of Time. 
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Appellant: Shiping Wang et al. 
Attorney Docket No.: 029714.00054 

II. REAL PARTY IN INTEREST 

The real party In Interest is the Assignee ALLEGIANCE CORPORATION, as the 
application is subject to an Assignment transfen'ing the inventors' rights to the 
application to the Assignee. The Assignment was recorded in the U.S. Patent and 
Trademark Office on October 15, 2008, at Reel 021683, Frame 0775. 

ALLEGIANCE CORPORATION is wholly owned by CARDINAL HEALTH. 

III. RELATED APPEALS AND INTERFERENCES 

The appellant and appellant's legal representative are not aware of any related 
appeals or interferences that will directly affect, or be directly affected by, or have a 
bearing on the Board's decision in the pending appeal. 

IV. STATUS OF CLAIMS 

Claims 18-36 are pending. Claims 18-36 are finally rejected and are being 
appealed. A copy of the claims under appeal is provided in Appendix I attached hereto. 

V. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the rejection from which this 
appeal has been taken and contained in the Final Office Action dated May 5, 2009. 

VI. SUMMARY OF THE CLAIMED SUBJECT MATTER ON APPEAL 

The claimed subject matter of independent claim 18 Is directed to an elastomeric 
article (page 4, lines 13-15) that Includes an elastomeric layer (page 8, lines 10-13) 
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having a skin-contacting elastomeric surface (page 8, lines 2-4); and a coating 
composition (page 5, line 13 to page 6, line 3) provided directly (page 9, lines 1-4) on 
substantially the entire skin-contacting elastomeric surface (page 14, lines 10-15) of 
said elastomeric layer. The coating composition is in a dry state (page 9, lines 1-4) and 
includes a) at least one polyhydric alcohol moisturizer (page 9, lines 9-16); and b) at 
least one alphahydroxy lactone (page 10, line 19 to page 11, line 8). The composition is 
water-soluble (page 14, lines 3-6; page 16, lines 16-17) and hydratable upon contact 
with skin (page 5, lines 1-4; page 18, lines 10-14). 

The claimed subject matter of independent claim 34 is directed to an examination 
glove (page 18, lines 5-7; page 22, Example 2B) that includes an elastomeric layer 
(page 8, lines 10-13) having a skin-contacting elastomeric surface (page 8, lines 2-4); 
and a coating composition (page 24, Formula 2; page 25, Formula 3) provided directly 
(page 9, lines 1-4) on substantially the entire skin-contacting elastomeric surface (page 
14, lines 10-15) of said elastomeric layer. The coating composition is in a dry state 
(page 9, lines 1-4) and includes a) at least one polyhydric alcohol moisturizer (page 9, 
lines 9-16); and b) at least one alphahydroxy lactone (page 10, line 19 to page 11, line 
8). The composition is water-soluble (page 14, lines 3-6; page 16, lines 16-17) and 
hydratable upon contact with skin (page 5, lines 1-4; page 18, lines 10-14). 

The claimed subject matter of independent claim 35 is directed to a surgeon's 
glove (page 18, lines 4-5; page 21, Example 2A) that includes an elastomeric layer 
(page 8, lines 10-13) having a skin-contacting elastomeric surface (page 8, lines 2-4); 
and a coating composition (page 26, Formula 4; page 27, Formula 5) provided directly 
(page 9, lines 1-4) on substantially the entire skin-contacting elastomeric surface (page 
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14, lines 10-15) of said elastomeric layer. The coating composition is in a dry state 
(page 9, lines 1-4) and includes a) at least one polyhydric alcohol moisturizer (page 9, 
lines 9-16); and b) at least one alphahydroxy lactone (page 10, line 19 to page 11, line 
8). The composition is water-soluble (page 14, lines 3-6; page 16, lines 16-17) and 
hydratable upon contact with skin (page 5, lines 1-4; page 18, lines 10-14). 

VII. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether claims 18-29 and 31-35 are unpatentable over Chou (U.S. Patent No. 
6,953,582) in view of Mansouri (U.S. Patent App. No. 2001/0006680) and Hahn et al. 
(U.S. Publ. No. 2003/0124202) and/or Murray et al. (U.S. Patent No. 4,920,158), and 
further in view of Appellant's alleged "admission" that citric acid is a hydration promoter. 
Whether claims 30 and 36 are unpatentable over Chou In view of Mansouri and Hahn et 
al. and/or Murray et al., and further in view of Soerens et al. (U.S. Patent No. 
6,967,261). 

VIII. ARGUMENT 

A. Grouping of Claims 

The claims under appeal include: independent claim 18 and dependent claims 
19-33, which depend from claim 18; independent claim 34; and independent claim 35 
and dependent claim 36, which depends from claim 35. The claims do not necessarily 
all rise or fall together. 
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B. Statement Regarding the Law under 35 U.S.C. § 1 03 

Several basic factual inquiries must be made to determine obviousness or non- 
obviousness of patent application claims under 35 U.S.C. § 103. These factual inquiries 
are set forth in Graham v. John Deere Co., 383 U.S. 1, 17 (1966): 

Under § 103, the scope and content of the prior 
art are to be determined; differences between 
the prior art and the claims at issue are to be 
ascertained; the level of ordinary skill in the 
pertinent art resolved. Against this backdrop, 
the obviousness or non-obviousness of the 
subject matter Is detemilned. 

Appellant respectfully submits that the specific factual inquiries set forth in 

Graham have not been considered or properly applied by the Examiner fomiulating the 

rejection of the pending claims. Particularly the differences between the prior art and 

the claims were not properly determined. As stated by the Federal Circuit in In re 

Ochiai, 37 U.S.P.Q. 2d 1127, 1131 (Fed, Cir. 1995): 

[t]he test of obviousness vel non is statutory. It 
requires that one compare the claim's subject 
matter as a whole with a prior art to which the 
subject matter pertains. 35 U.S.C. § 103. 

The inquiry is highlv fact-specific by design .... 
When the references cited by the Examiner fail 
to establish a prima facie case of obviousness, 
the rejection is improper and will be 
overturned. In re Fine, 837 F.2d 1071, 1074, 5 
U.S.P.Q. 2d 1596, 1598 (Fed. Cir. 1988). 
(Emphasis added.) 

When rejecting claims under 35 U.S.C. § 103, an Examiner bears an initial 
burden of presenting a prima facie case of obviousness. If an Examiner fails to 
establish a prima facie case, the rejection is improper and will be overturned. See In re 
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Rijckaert, 9 F.3d 1531, 1532, 28 U.S.P.Q. 2d. 1955 (Fed. Cir. 1993). "If examination.... 
does not produce a prima facie case of unpatentability, then without more the applicant 
is entitled to the grant of the patent." In re Oetiker, 977 F.2d 1443, 1445-1446, 24 
U.S.P.Q. 2d. 1443, 1444 (Fed. Cir. 1992). 

Moreover, Appellant respectfully points out that it is a well-settled axiom in U.S. 
Patent law that one cannot show non-obviousness by attacking references individually 
where the rejections are based on combinations of references. In re Keller, 642 F.2d 
413, 208 U.S.P.Q. 871 (CCPA 1981); In re Merck & Co., Inc., 800 F.2d 1091, 231 
U.S.P.Q. 375 (Fed. Cir. 1986). Appellant further notes that it is also well settled that 
"[t]he test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference.... Rather, the test is 
what the combined teachings of those references would have suggested to those of 
ordinary sl<ill in the art." In re Keller, 642 F.2d 413, 425, 208 U.S.P.Q. 871, 881 (CCPA 
1981). See In re Sneed, 710 F.2d 1544, 1550, 218 U.S.P.Q. 385, 389 (Fed. Cir. 1983) 
("[l]t is not necessary that the inventions of the references be physically combinable to 
render obvious the invention under review."); and In re Nievelt, 482 F.2d 965, 179 
U.S.P.Q. 224, 226 (CCPA 1973) ("Combining the teachings of references does not 
involve an ability to combine their specific structures."). See M.P.E.P. § 2145 (III and 
IV). 

Furthermore, Appellant notes that obviousness can be established by combining 
or modifying the teachings of the prior art to produce the claimed invention where there 
is some rational reasons to do so. See KSR Int'l Co. v. Teleflex Inc., 127 S. Ct. 1727, 
1 741 (2007). Nevertheless, obviousness cannot be established by combining references 
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without also providing objective evidence of the motivating force that would impel one 
skilled in the art to do what the appellant has done. See Ex Parte Levengood, 28 
U.S.P.Q.2d 1300, 1302 (Bd. Pat. App. & Inter. 1993)). 

Additionally, it is well established that "[ijf an independent claim is non-obvious 
under 35 U.S.C. 103, then any claim depending therefrom is non-obvious." In re Fine, 
837 F.2d 1071, 1076, 5 U.S.P.Q.2d. 1596 (Fed. Cir. 1988). 

Appellant respectfully submits that the Examiner has not made a proper prima 
facie rejection under 35 U.S.C. § 103(a), because the combination of prior art 
references cited fails to teach or suggest the present invention as recited in claims 18- 
36 and because it would not be obvious to combine the cited references. 

C. Appellant's Arguments 

Claims 18-36 were improperly rejected under 35 U.S.C. § 103(a) as being 
obvious over the applied references. 

In the Final Office Action dated May 5, 2009, claims 18-29 and 31-35 were 
rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over Chou (U.S. 
Patent No. 6,953,582) in view of Mansouri (U.S. Patent App. No. 2001/0006680) and 
Hahn et al. (U.S. Publ. No. 2003/0124202) and/or Murray et al. (U.S. Patent No. 
4,920,158), and further in view of Appellant's "admission" that citric acid is a hydration 
promoter. Claims 30 and 36 were rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Chou in view of Mansouri and Hahn et al. and/or Murray et al., and 
further in view of Soerens et al. (U.S. Patent No. 6,967,261 ). 
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Appellant respectfully submits that none of the cited references disclose or 
suggest an elastomeric article including an elastomeric layer having a skin-contacting 
elastomeric surface and a coating composition provided directly on substantially the 
entire skin-contacting elastomeric surface of said elastomeric layer . The coating 
composition is in a dry state and comprises at least one polvhydric alcohol moisturizer 
and at least one alphahydroxv lactone . The composition is water-soluble and 
hydratable upon contact with skin. 

Chou discloses elastomeric gloves having a coating formed from an aloe vera 
solution that is dried on their inner surfaces. The coating is said to condition and 
soothe the hands, and prevent growth of microorganisms. Although Chou generically 
discloses that other skin-moisturizing or skin-conditioning ingredients may be included 
in the coating, absolutely no guidance regarding how to incorporate any other 
ingredients into the coating is provided. 

Mansouri discloses skin care moisturizers and cleansers that include absorption 
enhancers (hydroxyapatite), which may also include antimicrobial function enhancers, 
bound lipid removers, humectants, emollients, and extracts of botanical herbs. 
Mansouri discloses adding one or more polyhydric alcohols, specifically pantothenol, 
sorbitol, and/or glycerin, to a coating composition as a humectant, emollient, anti- 
inflammatory agent, etc. The skin care moisturizers and cleansers are designed to be 
compatible with latex glove use. Mansouri also discloses adding citric acid to a coating 
composition. Appellant discloses in the specification that sodium citrate is a hydration 
promoter (see page 13, lines 5-6), which has been interpreted in the Office Action as an 
admission that citric acid is a hydration promoter. Appellants dispute this alleged 
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admission, as the specification cleaily discloses tliat citric acid is used as a pH adjuster 
(see page 12, lines 11-15). However, regardless of whether the alleged admission is 
properly included in the rejection, IVIansouri fails to disclose or suggest including an 
alphahydroxy lactone, or that such a composition may be dried onto substantially the 
entire skin-contacting elastomeric surface of an elastomeric article. 

Hahn et al. and Murray et al. are relied upon for disclosing an alphahydroxy 
lactone, specifically, gluconolactone. 

Hahn et al. discloses a wide variety of topical formulations having varying forms, 
where the only unifying feature of the topical formulations is the fact that they all Include 
divalent strontium cations to prevent irritation that might be caused by any of a number 
of potential irritants. Topical vehicles for use in cosmetics are discussed in paragraph 
[0052], and methodologies for preparing creams, lotions, and other products are 
referenced in paragraph [0054]. Gluconolactone, an alphahydroxy lactone, is described 
as one potential irritant. There is absolutely no guidance regarding how to incorporate 
any of the numerous cosmetic ingredients listed in Hahn et al. into a water soluble, 
hydratable coating composition that is dried onto substantially the entire skin-contacting 
elastomeric suri'ace of an elastomeric article. 

Murray et al. discloses hydrogels, which are broadly defined as water-insoluble 
polymers that are capable of absorijing a large amount of water, and more precisely as 
a system comprising a three-dimensional network of water-plasticized polymer and 
liquid (or free) water filling the space between the polymer chains. Absorbent 
hydrogels, such as the acrylic polymers disclosed in Murray et al., are primarily used to 
immobilize and/or store water. The hydrogels of Mun-ay et al. are water resistant, and 
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form films over a wound to provide a barrier against microorganisms. Murray et al. 
describes testing the hydrogels by applying them to a hand and then covering the hand 
with an elastomeric glove until beads of water form within the glove for the "Occlusive 
Glove Test" (see column 12 and Examples 2 and 25). Accordingly, one skilled in the art 
would not look to the hydrogels disclosed in Murray et al. in order to form the water- 
soluble coating compositions of the presently-claimed invention. Further, Appellant 
submits that the fact that gluconolactone, glycerol, and sorbitol are disclosed as 
potential plasticizers for the hydrogel polymers of Murray et al. (see col. 6, lines 3-9) 
would not motivate one skilled in the art to use these ingredients as components of a 
water-soluble coating composition that is dried onto substantially the entire skin- 
contacting elastomeric surface of an elastomeric article. 

Accordingly, one skilled in the art would not interpret Hahn et al. or Murray et al. 
as disclosing that alphahydroxy lactones could be used in a coated elastomeric article. 

Further, one skilled in the art would not be motivated to include alphahydroxy 
lactones in the skin-soothing or skin-moisturizing coating composition of Chou '582. 
The coating compositions of Chou '582 comprise aloe vera, and "alternatively or 
additionally ... anv other skin-soothing or skin-moisturizing substance or mixture that 
can be dried onto the inside of a glove and that, in the dry form, is mixed with moisture 
that consists only of perspiration from a hand during wearing of the glove and 
moisturizes the hand." (See col. 8, lines 24-34.) Alphahydroxy lactones are not skin- 
soothing or skin-moisturizing substances. They are exfoliants and are considered 
irritants by Hahn et al., and used as plasticizers in Murray et al. Accordingly, there is no 
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motivation to combine Chou, Hahn et al., and Munray et al. in the manner set forth in the 
Office Action. 

Soerens et al. is cited for disclosing adding chitosan, which exhibits antimicrobial 
properties, to an inner layer of an exudate-absorbing pad provided in an adhesive 
bandage, where the chitosan is not in direct contact with the wound and cannot form a 
film on the skin or provide prolonged skin surface moisturization. Soerens et al. does 
not provide any guidance regarding how to select and incorporate ingredients into a 
water-soluble, hydratable coating composition that is dried onto substantially the entire 
skin-contacting elastomeric surface of an elastomeric article, and does not remedy the 
deficiencies of the cx)mbination of Chou, Mansouri, Hahn et al., and Murray et al. with 
respect to the compositions of claims 1 8-36. 

Claims 19-33 depend from claim 18, and claim 36 depends from claim 35, 
Therefore, for at least the reasons set forth above, the Appellant respectfully submits 
that claims 19-33 and 36 were also improperly rejected under 35 U.S.C. § 103(a) and 
are patentable over any combination of the applied references. 
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IX. CONCLUSION 

Appellant respectfully submits that claims 18-36 are not unpatentable under 35 
U.S.C. § 103(a), and respectfully requests that the Honorable Board reverse these 
rejections. 

Respectfully submitted, 

Dawn C. Russell 
Attorney for Appellant 
Registration No.: 44,751 
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X. APPENDIX I: COPY OF THE CLAIMS INVOLVED IN THE APPEAL 

18. (Previously Presented) An elastomeric article comprising: 

an elastomeric layer having a skin-contacting elastomeric surface; and 

a coating composition provided directly on substantially the entire skin-contacting 

elastomeric surface of said elastomeric layer; said coating composition being in a dry 

state and comprising: 

a) at least one polyhydric alcohol moisturizer; and 

b) at least one alphahydroxy lactone; 

wherein said composition is water-soluble and hydratable upon contact with skin. 

19. (Original) The elastomeric article according to claim 18 wherein the 
elastomer is composed of natural rubber. 

20. (Original) The elastomeric article according to claim 18 wherein the 
elastomer is composed of synthetic rubber. 

21. (Original) The elastomeric article according to claim 20 wherein the 
synthetic rubber is nitrile rubber. 

22. (Original) The elastomeric article according to claim 20 wherein the 
synthetic rubber is polyisoprene. 

23. (Original) The elastomeric article according to claim 18 wherein said article 
Is an examination glove. 

24. (Original) The elastomeric article according to claim 18 wherein said article 
is a surgeon's glove. 
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25. (Original) The elastomeric article according to claim 18 wherein said 
polyhydric alcohol moisturizer comprises pantothenol in provitamin B form. 

26. (Original) The elastomeric article according to claim 18 wherein said 
alphahydroxy lactone is gluconolactone. 

27. (Original) The elastomeric article according to claim 26 wherein said 
gluconolactone is D-glucono-1,5-lactone. 

28. (Original) The elastomeric article according to claim 18 wherein said 
polyhydric alcohol moisturizer comprises pantothenol in combination with at least one of 
glycerin and sorbitol. 

29. (Original) The elastomeric article according to claim 18 wherein said coating 
composition further comprises a water-soluble film-forming polymer. 

30. (Original) The elastomeric article according to claim 29 wherein said water- 
soluble film-forming polymer comprises chitosan. 

31 . (Original) The elastomeric article according to claim 18 further comprising a 
hydration promoter. 

32. (Original) The elastomeric article according to claim 28 further comprising a 
plasticizer. 
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33. (Original) The elastomeric article according to claim 18 wherein said coating 
composition comprises: 

a) water-soluble polyhydric alcohol moisturizer present in an amount up to 
about 3.00% by weight of the total composition; and 

b) alphahydroxy lactone present in an amount ranging from about 0.10% to 
about 3.00% by weight of the total composition. 

34. (Previously Presented) An examination glove comprising: 

an elastomeric layer having a skin-contacting elastomeric surface; and 

a coating composition provided directly on substantially the entire skin-contacting 

elastomeric surface of said elastomeric layer; said coating composition being in a dry 

state and comprising: 

a) at least one polyhydric alcohol moisturizer; and 

b) at least one alphahydroxy lactone; 

wherein said composition is water-soluble and hydratable upon contact with skin. 

35. (Previously Presented) A surgeon's glove comprising: 

an elastomeric layer having a skin-contacting elastomeric surface; and 

a coating composition provided directly on substantially the entire skin-contacting 

elastomeric surface of said elastomeric layer; said coating composition being in a dry 

state and comprising: 

a) at least one polyhydric alcohol moisturizer; and 

b) at least one alphahydroxy lactone; 

wherein said composition is water-soluble and hydratable upon contact with skin. 

36. (Original) The surgeon's glove according to claim 35, wherein said coating 
composition further comprises chitosan. 
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XL APPENDIX II: EVIDENCE 
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XII. APPENDIX III: RELATED PROCEEDINGS 

- None ~ 
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